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The Commissioner of Patents and Trademarks ^ 
Washington, D.C. 20231 

Dear Sir: 

In response to the Restriction Requirement mailed January 29, 2002, applicant hereby 
provisionally elects Group III, claims 15-19, for prosecution in the above-captioned patent 
application. 

This election is with traverse for multiple reasons. 

First, the Examiner incorrectly divides the claims into three groups when, at most, they 
can be divided into two groups. Claims 12 and 13 are directed toward an exciter assembly for a 
vibratory roller, not a compacting roller with vibrating means as alleged by the Examiner. They 
therefore should be grouped with Group 1. Claims 1, 13, 14-19, and 27-30 are directed toward a 
compacting roller with an exciter assembly or to a method of its construction and should be 
grouped together. Hence, Group II should be eliminated as a separate grouping. It certainly is 
not related to both Groups I and III as a combination/subcombination. 
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Turning now to the rationale behind the restriction requirement, while the Examiner's 
proposed groupings made available do differ from one another as judged by the first independent 
claim in each Group, they do not exhibit distinctness such that a search and examination will be 
burdensome. For example, the Examiner states that the claims of Group I are distinct from the 
claims of Group II because Group II lacks first and second angular positions of a free weight for 
adding or detracting eccentricity to the fixed weight. However, at least some claims of Group II 
claim a method of assembling such an apparatus: claim 20 of Group II claims "mounting first 
and second free swinging eccentric weights on said exciter shaft adjacent respective ends of said 
fixed weight so as to be rotatable a limited amount relative to said exciter shaft ..." In other 
words, the rotation of a free weight varies between free swinging positions and a position of 
limitation imposed by the fixed weight. The free weight therefore can be said to have at least 
two angular positions relative to the fixed weight, and claims from Group II are therefore generic 
to but not distinct from the claims of Group I on that basis. In addition, since both Groups I and 
II claim axial restraint of the free swinging weight, it would appear to be easier to group them 
together than to separate them for purposes of searching and examination. 

The Examiner found Group III claims to be distinct from the Group II claims based on 
the same lack of first and second angular positions. As discussed above, however, at least claims 
20-30 of Group II are not distinct on that basis since claims 20 - 30 share a generic claim to 
limited rotation of free weights as found in claimed in Group III as first and second angular 
positions. Furthermore, claims 15 and 16 of Group III specify restraint of axial movement just as 
in Groups I and II. 
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Finally, the Group I claims are considered by the Examiner to be distinct from Group III 
claims for lack of axial restraint, but as just discussed, Group III claims 15 and 16 do discuss 
restraint of substantial axial movement. Group I and III also claim the function of 
added/detracted eccentricity due to the rotation of a free weight and are logically examined 
together. 

In conclusion, the Examiner's concerns with regard to the presence or absence of the first 
and second angular positions and the presence or absence of axial restraint of the free weight in 
the claim groups are misplaced. Not only does each of these elements appear throughout the 
three groups, they are also not distinct from one another. 

In addition, even if one were to accept the Examiner' statements at face value (which 
would be a mistake for the reasons cited above) the Examiner has failed to meet his burden of 
justifying restriction between Groups II and III by showing that they have a separate status in the 
art: 


To support a requirement for restriction, both two-way distinctness and reasons 
for insisting on restriction are necessary, i.e., separate classification, status, or 
field of search. See MPEP §808.02. 

(MPEP §806.05(c)). MPEP §808.02 states, in pertinent part: 


Where the related inventions as claimed are shown to be distinct under the criteria 
of MPEP Section 806.05(c)- Section 806.05(i), the examiner, in order to 
establish reasons for insisting upon restriction, must show by appropriate 
explanation one of the following: 

(A) Separate classification thereof: This shows that each distinct subject has 
attained recognition in the art as a separate subject for inventive effort, and also a 
separate field of search. Patents need not be cited to show separate classification. 
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(B) A separate status in the art when they are classifiable together: Even though 
they are classified together, each subject can be shown to have formed a separate 
subject for inventive effort when an explanation indicates a recognition of 
separate inventive effort by inventors. Separate status in the art may be shown by 
citing patents which are evidence of such separate status, and also of a separate 
field of search. 

(C) A different field of search: Where it is necessary to search for one of the 
distinct subjects in places where no pertinent art to the other subject exists, a 
different field of search is shown, even though the two are classified together. The 
indicated different field of search must in fact be pertinent to the type of subject 
matter covered by the claims. Patents need not be cited to show different fields of 
search. 

Where, however, the classification is the same and the field of search 
is the same and there is no clear indication of separate future 
classification and field of search, no reasons exist for dividing among 
related inventions. 


In the present case, the Examiner has failed to meet any of the four requirements 
(A), (B), or (C) identified above with respect to Groups II and III. His statement to the 
contrary in paragraph 5 of the Office Action is incorrect because Groups II and III are 
classified in the same class and subclass. 

Finally, the PTO requires the examiner to examine an entire application on the merits, 
even if it includes claims to independent or distinct inventions, if a search and examination of the 
entire application can be made without serious burden. (MPEP §803). In the present case, the 
Examiner admits that Groups II and III are classified in the same class and subclass of the PTO's 
classification system. Applicant fails to recognize how searching the same class and subclass for 
an invention that is clearly closely related to the elected invention can place any significant 
additional burden on the inventor. Hence, at a minimum, the claims of Group II should be 
considered with the claims of Group III. 
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In light of the forgoing, applicant requests that the restriction requirement be withdrawn 
in its entirety and that all claims be considered. At a minimum, at least claims 27-30 and, more 
properly, all claims of Group II, should be considered along with the claims of the elected Group 


Applicant reserves the right to file a divisional application for the subject matter of the 
non-elected claims at a later date should the restriction requirement be made final and affirmed 
on petition. 

A check in the amount of $1 10.00 is enclosed in payment of the fee associated with a 
request for a one-month's extension of time, which applicant hereby makes. Should the 
Examiner consider any additional fees to be payable in conjunction with this or any future 
communication, the Director is authorized to direct payment of such fees, or credit any 
overpayment to Deposit Account No. 50-1 170. 


Dated: March 14, 2002 

BOYLE FREDRICKSON NEWHOLM 

STEIN & GRATZ S.C. 
250 E. Wisconsin Ave., Ste. 1030 
Milwaukee, WI 53202 
Telephone: (414) 225-9755 
Facsimile: (414) 225-9753 


III. 


Respectfully submitted, 



Timothy E. Newholm 
Registration No. 34,400 
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